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COMMUNICATION 

The European Patent Office herewith transmits as an enclosure the European search report for the 
above-mentioned European patent application. 

If applicable, copies of the documents cited in the European search report are attached. 

IS Additional set(s) of copies of the documents cited in the European search report is (are) enclosed 
as well. 

Ttie following specifications given by the applicant have been approved by the Search Division: 
[3 abstract □ title 

□ The abstract was modified by the Search Division and the definitive text is attached to this 
communication. 



The following figure will be published together with the abstract: 



REFUND OF THE SEARCH FEE 

If applicable under Article 10 Rules relating to fees, a separate communication 
from the Receiving Section on the refund of the search fee will be sent later. 
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The Search Division considers that the present European patent application does not comply with the 
requirements of unity of Invention and relates to several inventions or groups of inventions, namely: 

1. Claims: 1-19, 22(part), 23-24 

use of pine needle extract with less than 0.01% of 
isocupressic acid and according pine needle extract as such 

2. Claims: 20,21,22(part) 

use of pine needle extract 




European Patent 
Office 



INCOMPLETE SEARCH 
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Application Number 



Although claims 19 and 22 are directed to a method of treatment of the 
human/animal body (Article 52(4) EPC), the search has been carried out 
and based on the alleged effects of the compound/composition. 



Claim(s) searched completely: 
1-18,20,21,23-24 

Claim(s) searched Incompletely: 



Reason for the limitation of the search (non-patentable invention(s)): 
Article 52 (4) EPC - Method for treatment of the human or animal body by 



19,22 



therapy 



Application Number 

EP 03 25 6868 



CLAIMS INCURRING FEES 



The present European patent application comprised at the time of filing more than ten claims. 

□ Only part of the claims have been paid within the prescribed time limit The present European search 
report has been drawn up for the first ten claims and for those claims for which claims fees have 
been paid, namely claim(s): 



□ No claims fees have been paid within the prescribed time limit. The present European search report has 
been drawn up for the first ten claims. 



LACK OF UNITY OF INVENTION 



Ttie Search Division considers that the present European patent application does not comply with the 
requirements of unity of invention and relates to several inventions or groups of inventions, namely: 



see sheet B 
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All further search fees have been paid within the fixed time limit. The present European search report has 
been drawn up for all claims. 

As all searchable claims could be searched without effort justifying an additional fee. the Search Division 
did not invite payment of any additional fee. 

Only part of the further search fees have been paid within the fixed time limit. The present European 
search report has been drawn up for those parts of the European patent application which relate to the 
inventions in respect of which search fees have been paid, namely claims: 



□ None of the further search fees have been paid within the fixed time limit The present European search 
report has been drawn up for those parts of the European patent application which relate to the invention 
first mentioned in the claims, namely claims: 
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KR 258419 Bl 

CA 2250528 Al 

DE 19850516 Al 

FR 2771288 Al 

GB 2334444 A . 

JP 2981470 B2 

JP 11217317 A 



KR 2001079073 A 
WO 02101025 Al 
KR 2002095101 A 



Publication 
date 



CN 1081844 A ,8 16-02-1994 

DE 69312547 Dl 04-09-1997 

DE 69312547 T2 08-01-1998 

EP 0565313 A2 13-10-1993 

HK 1000338 Al 27-02-1998 

JP 3203572 82 27-08-2001 

JP 6009419 A 18-01-1994 

KR 268401 Bl 16-10-2000 



18-02-1997 
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28-05-1999 
25-08-1999 
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Erweiterter Europaischer Recherchenbericht 
Extended European Search Report 
Rapport de Recherche Europeenne Elargi 



Anmelde-Nr.: 
Application No.: 
Demande no: 



03 256 868.5 



This application is covered by the extended European search report pilot project at present 
running within the European Patent Office, applied to all European patent applications filed as 
first filing and searched on or after 01 .07.03. Under this project the EPO issues together with 
the search report an opinion on whether the application and the invention to which it relates 
meet the requirements of the EPC. This non-binding opinion is issued free of charge as a 
service. This opinion may be used as the basis for an informed decision as to whether it is 
desired to pursue the application further or not. 



For further details of this pilot project, the applicant's attention is directed to the Official 
Journal edition 5/2003. If any further immediate questions or. comments anse the EPO 
Customer Services: +31-70-340 4500 or +49-89-2399 2828 can be contacted. 

The attached opinion reveals that the application or the Invention to which it relates 
appear not to meet the requirements of the Convention (see connments on enclosed 
Form 2906). 

If the applicant wishes to continue with this application the examination fee must be paid. 
Where appropriate amendments can be filed to address the objections raised in the opinion, 
thus shortening the overall procedure. If no amendments are filed, the opinion will be re- 
issued as the first official communication under Article 96(2) and Rule 51 (2) EPC. 

If the examination fee has already been paid and the right to the communication under Article 
96(1) EPC has been waived for this application, the first official communication under Article 
96(2) and Rule 51 (2) EPC will be issued promptly. 
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Demande n* 



03 256 868.5 



The examination is being carried out on the following application documents: 

Text for the Contracting States: 

AT BE BG CH CY CZ DE DK EE ES Fl FR GB GR HU IE IT LU MC NL PT RO SE SI SK TR LI 

Description, pages: 

1-12 as originally filed 



Claims, No.: 

1 -24 as originally filed 



Drawings, sheets: 

1/1 as originally filed 



Cited prior art 

1 The following documents are referred to in this connmunication; the numbering will 
be adhered to in the rest of the procedure: 

D1 : US-A-5 607 971 (AL-MAHMOUD MOHSEN ET AL) 4 March 1 997 (1 997-03- 
04) 

D2: US-A-5 466 453 (UCHIDA YUKIO ET AL) 1 4 November 1 995 (1 995-1 1 -1 4) 
D3: US-A-5 690 984 (LIM JUNG GEUN) 25 November 1 997 (1 997-1 1 -25) 
.04: US187 802A(BANGHJ)1877 

D5: US-B-6 254 8581 (SHIM HO CHIN) 3 July 2001 (2001-07-03) 
Art.52(4) EPC 

2 Pursuant to Art. 52(1 ) and (4) EPC, the subject-matter of claims 1 9 and 22 is 
explicitly excluded from patentability (see also Guidelines C lV-4.2 and 4.3). There 
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is no non-medical treatment of hypertension. Ail administration foreseen to lower 
blood pressure will be considered as a medical applications. 

Unity 

3 The present application lacks unity within the meaning of Art.82 EPC. 

3.1 The following separate inventions or groups of inventions are not so linked as to 
form a single general inventive concept: 

- invention 1 use of pine needle extract having less than 0.01 % isocupressic 

acid and pine needle extract having less than 0.01% isocupressic 
acid (claims 1 -1 9, 22 (part) and 23-24) 

- invention 2 use of pine needle extract (20,21 ,22 (part)) 

3.2 The common concept linking together the two inventions (use of pine needle 
extract) is neither novel in view of the prior art cited in the search report. 

3.3 The Applicant is reminded that each and every use mentioned in. claims 20 and 21 
is regarded as a separate invention. As a matter of fact, use of pine needle extract 
for different purposes is already known in the art. 

3.4 The Applicant is asked to state upon which invention or group of inventions further 
prosecution of the application should be based and to limit the application 
accordingly. The other invention or group of inventions is to be excised from the 
claims and description. 

3.5 The subject-matter to be excised may be made the subject of one or more 
divisional applications. The divisional applications must be filed directly at the Eu- 
ropean Patent Office in Munich or its branch at The Hague and in the language of 
the proceedings relating to the present application, of. Article 76(1) and Rule 4 
EPC. The time limit for filing divisional applications (Rule 25(1) EPC) must be 
observed. 

3.6 The following considerations relative to the first invention are made for reasons of 
completeness only. 

Art.84EPC 

4 The following clarity deficiencies were noted (Art. 84 EPC). 

4.1 The expression "isocupressic acid compounds" has no well-recognized meaning 
in the art and is not suitable for delimiting the exact scope of said claim (see also 
Guidelines 111-4.5). At present, said expression is interpreted as isocupressic acid. 
Applicant should incorporate into claim 1 the compounds given on p. 5 1.3-4 
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4.2 The subject-matter of claim 3 and 4 is formulated as a result to be achieved, and 
is not in agreement with Guideline C III-4.7. It is not clear what compounds A 
and B are meant to be. 

4.3 The expression "unstabilised" (claim 13) is unclear (Guidelines G lll-4.7a 
and 4.10). The definition given on p.9 1.2-5 should be incorporated into the 
wording of the claims. 

4.4 The subject-matter of claim 16 is formulated as a result to be achieved, and is not 
in agreement with Guideline C III-4.7. 

.5 The set of claim presently on file does not fulfill the requirements of R.29(2). 
Novelty 

6 The subject-matter of 

• independent products claim 1 and 8, 

• independent first medical use claim 17 

• independent second medical use claim 18 

• independent process claim 23 

does not fulfil the requirements of Art. 52(1 ) and Art.54(1 ) and (2) EPC. The 
subject-matter of claim 17 does not fulfill the requirements of Art.54 (5) EPG. 

6.1 D1 discloses a pine needle extract which has been chromatographically purified 
from isocupressic acid and a medical use thereof (col.2 1.60-col.3 1.3; col.5 
I.45-C01.1 0 1.38 and col.1 5 1.55-64). This anticipates the subject-matter of 
independent claims 1 , 8, 17 and 23. 

6.2 D2 discloses compositions comprising pine needle extracts for use against 
hypertension (col.1 l.15-col.3 1.2). Example 8 discloses ice cream compositions 
comprising pine needle extracts (see also col.5 1.25-62). 

6.3 D3 discloses beverages with enhanced taste made from pine needles extract 
containing bioactive agents, among others minerals and tannins, whereby the 
extract is a water extract (Examples; col.1 l.20-col.3 1.9). It is submitted that the 
terpene isocupressic acid is not present in the extract of D3. Said disclosure 
anticipates the subject-matter of claims 1 and 8. 

6.4 D4 discloses disinfection compositions made from pine needles extract obtainable 
from steam distillation. It is submitted that the organic acid isocupressic acid 
cannot be distilled by steam distillation. Said disclosure anticipates the 
subject-matter of claims 1 and 17. 
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6.5 D5 discloses medical compositions containing pine needle water extract. It is 

submitted that isocupressic acid is not present in the extract of D5 (col.1 l.15-col.2 
1.47; Examples). Said disclosure anticipates the subject-matter of claims 1 and 17. 

Inventive step 

7 In view of the divulgation of D1 and D2 (see above) the subject-matter of present 
claims 9-16 and 1 8, 1 9 and 22 is obvious. The subject-matter disclosed in the 
depending claims appears to be trivial to the one skilled in the art and does not 
justify acknowledgement of an inventive step (Art.56 EPC). According to the 
established Case Law of the Boards of Appeal, the introduction of additional 
features in the independent claim will make the subject-matter of said claims 
novel and inventive only in those cases in which said features have an unknown 
or unexpected pffftnt nr contribution to the solution of the objective technical 
problem. The Applicant can demonstrate this most easily by means of 
comparative examples, wherein the closest state of the art is compared with 
compositions of the present invention. The Examining Division appreciates 
substantive and technical information rather than mere assertions. 

Further proceedings 

8 In case amendments are filed, the Applicant is reminded that a European patent 
application may not be amended in such a way that it contains subject-matter 
which extends beyond the content of the application as filed (Art.123(2) EPC). 

8.1 Any information the Applicant may wish to submit concerning the subject-matter of 
the invention and for which there is no basis in the application as filed, should be 
confined to the letter of reply. 

8.2 Additionally the Applicant is requested to clearly point out on one of the new 
copies filed or on additional copies of the original pages the amendments which 
have been made, and where in the application as filed the basis for such 
amendments can be found (see also Guidelines E-ll, 1 ) in order to verify that the 
requirements of Art. 123(2) EPC have been fulfilled. 

8.3 The attention of the Applicant is drawn to the fact that omitting of technical 
features from the claims or from the description can lead to a broader scope of the 
claim. Technical features which are not suitable as distlnquishinq features 
(vis-a-vis the prior art) are, in most cases, nevertheless limiting features (as far as 
the originally filed disclosure, and thus Art.123(2) EPC, is concerned) and may 
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therefore not be deleted unless a valid basis for such amendment is provided. 
This consideration is especially valid for unclear subject-matter. 
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